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Enhanced IP Border Enforcement
Measures to Come into Effect On 21
November 2022

Introduction

The Ministry of Law has announced that enhanced border enforcement measures relating to certain
intellectual property rights will come into force on 21 November 2022. These measures apply to goods
that infringe intellectual property rights ("IPR") relating to geographical indications and registered
designs, allowing Singapore Customs ("Customs") to:

e Upon request by the IPR holder, seize goods suspected of infringing the IPR that are to be
imported or exported; and
e Obtain and provide information relating to the seized goods.

The new measures represent the third and final phase of the Intellectual Property (Border Enforcement)
Act 2018 ("IPBE Act"), which was enacted to implement a phased approach to fulfilling Singapore's
border enforcement obligations under the European Union-Singapore Free Trade Agreement
("EUSFTA").

This Update provides an overview of the key elements of the border enforcement measures set to take
effect.

Phased Implementation of Measures

The IPBE Act sets out various amendments to Singapore's intellectual property regulatory framework
to enhance its border enforcement. Enacted in 2018, its implementation has been spread across three
phases:

e Phase 1 — Amendments to the Copyright Act 2021 ("Copyright Act") and Trade Marks Act

1998 ("Trade Marks Act") came into effect on 10 October 2018, empowering Customs to obtain
and provide information relating to seized goods.

Contribution Note: This Client Update was written with contributions from Edina Lim, Associate, and Yong Yi
Xiang, Associate, from Intellectual Property, Technology and Gaming.
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e Phase 2 — Enhanced border enforcement measures relating to the Copyright Act and Trade
Marks Act came into operation on 21 November 2019.

e Phase 3 — Enhanced border enforcement measures relating to the Geographical Indications
Act 2014 ("GIA") and the Registered Designs Act 2000 ("RDA™) will come into operation on 21
November 2022.

The enhanced measures under Phase 3 will be given effect through the following legislation and
subsidiary legislation:

e Geographical Indications
o Amendments to GIA
o Enactment of the Geographical Indications (Border Enforcement Measures) Rules 2022
o Enactment of the Geographical Indications (Border Enforcement Measures Fees) Rules
2022

e Registered Designs
o Amendments to RDA
o Enactment of the Registered Designs (Border Enforcement Measures) Rules 2022
o Enactment of the Registered Designs (Border Enforcement Measures Fees) Rules
2022

Phase 3 Measures

Under the Phase 3 Measures, Customs may seize goods suspected of infringing geographical
indications or registered design rights upon request from the relevant IPR holder.

The procedure is as follows:

e Request for seizure — The IPR holder may give written notice to the Director-General of
Customs stating that infringing goods are expected to be imported or exported, and requesting
the Director-General to seize the goods. The notice must include the necessary information on
the goods, the prescribed supporting documents evidencing the IPR ownership, and the
prescribed fee. The requestor may also be required to provide security for such seizure.

e Seizure of goods — Upon direction by the Director-General, the goods will be seized and taken
to a secure place.
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¢ Notice of seizure — The Director-General will give written notice to the importer/exporter and
the requestor that the goods have been seized, and that they will be released to the
importer/exporter unless an infringement action is instituted by the requestor within the
specified period (10 days after the date specified in the notice). This period may be extended
by request if the Director-General is satisfied that such request is reasonable.

e Obtaining information — If authorised Customs officers have reasonable cause to believe that
a person has any relevant information or document, they may require that person to provide
such information or document. Failure to comply is an offence that is punishable by a fine not
exceeding S$6,000 and/or imprisonment not exceeding six months.

e Providing information — The Director-General may provide information to the requestor
necessary for instituting an infringement action, including the name and contact details of any
person connected with the import/export of the seized goods.

e Inspection of seized goods — The Director-General may permit the requestor, or the
importer/exporter, to inspect the seized goods, and may permit a sample of the seized goods
to be removed from its custody for such inspection if the necessary undertakings are given by
the importer/exporter or the requestor.

o Forfeiture of seized goods — The importer/exporter may consent to the forfeiture of the seized
goods to the Government. Notice of such consent must be given before an infringement action
is instituted.

e Release of seized goods — The seized goods will be released to the importer/exporter if:

o The requestor has not instituted an infringement action and notified the Director-
General within the prescribed period;

o An infringement action has been instituted, but the Court has not granted an order
preventing the release of the goods after 22 days from the date the action was
instituted; or

o The requestor consents to such release.

Concluding Words

The impending enhanced border enforcement measures are set to take effect from 21 November 2022.
IPR holders, as well as importers and exporters, should take note of these measures and be aware of
the relevant obligations and procedures relating to the seizure of goods suspected of infringing
geographical indications and registered design rights.
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The Phase 3 measures highlighted above bring the regime for the seizure of goods in relation to
geographical indications and registered designs in line with the equivalent regimes for copyrights and
trade marks. These measures serve to create an effective framework for protecting IPR by preventing
the import and export of infringing goods and facilitating the instituting of infringement actions. At
present, there are no border enforcement measures in place in relation to potential patent-infringing
goods. This is likely because the current trade agreements that Singapore is a party to do not require
such measures to be implemented. In particular, the EUSFTA only requires Singapore to enhance its
border measures in respect of counterfeit trademark goods, pirated copyright goods, counterfeit
geographical indication goods and pirated design goods. The Agreement on Trade-Related Aspects of
Intellectual Property Rights (more commonly known as the TRIPS Agreement) which applies to all
members of the World Trade Organisation also only requires member states to implement border
enforcement measures in respect of counterfeit trade mark goods and pirated copyright goods, as
opposed to goods which infringe patents. It remains to be seen whether enhanced border enforcement
measures in respect of patent-infringing goods will be implemented in the future.

For further queries, please feel free to contact our team below.

Contacts

Lau Kok Keng Daniel Quek

Head, Intellectual Property, Senior Associate, Intellectual
g Sports and Gaming S 3 Property, Sports & Gaming
T +65 6232 0765 =/ T +65 6232 0758

kok.keng.lau@rajahtann.com ‘1.

Please feel free to also contact Knowledge and Risk Management at eOASIS@rajahtann.com

daniel.quek@rajahtann.com
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Rajah & Tann Asia is a network of legal practices based in Asia.

Member firms are independently constituted and regulated in accordance with relevant local legal requirements. Services provided by a
member firm are governed by the terms of engagement between the member firm and the client.

This update is solely intended to provide general information and does not provide any advice or create any relationship, whether legally
binding or otherwise. Rajah & Tann Asia and its member firms do not accept, and fully disclaim, responsibility for any loss or damage
which may result from accessing or relying on this update.

© Rajah & Tann Singapore LLP | 5 RAJAH & TANN

Singapore



RAJAH &TANN ASIA RAJAH & TANN ASIA

Client Update: Singapore LAW%]%{(%
2022 NOVEMBER KNOW

ASIA

Our Regional Presence

Rajah & Tann Singapore LLP
Shanghai Representative Office

China .
Rajah & Tann (Laos) Co., Ltd.
Lao PDR
paan 8.'T?"n ® Rajah & Tann LCT Lawyers
Myanmar Company Limited ° P Vietharm
Myanmar |
R&T Asia (Thailand) Limited ® \ © Gatmaytan Yap Patacsil
Thailand 'Y Gutierrez & Protacio
bt (C&G Law)
R&T Sok & Heng Law Office Philippines

Christopher & Lee Ong

° Cambodia
Malaysia

Rajah & Tann Singapore LLP
Singapore

Assegaf Hamzah & Partners
Indonesia

Rajah & Tann Singapore LLP is one of the largest full-service law firms in Singapore, providing high quality advice to an impressive list of clients.
We place strong emphasis on promptness, accessibility and reliability in dealing with clients. At the same time, the firm strives towards a practical
yet creative approach in dealing with business and commercial problems. As the Singapore member firm of the Lex Mundi Network, we are able to
offer access to excellent legal expertise in more than 100 countries.

Rajah & Tann Singapore LLP is part of Rajah & Tann Asia, a network of local law firms in Cambodia, China, Indonesia, Lao PDR, Malaysia,

Myanmar, the Philippines, Singapore, Thailand and Vietnam. Our Asian network also includes regional desks focused on Brunei, Japan and South
Asia.

The contents of this Update are owned by Rajah & Tann Singapore LLP and subject to copyright protection under the laws of Singapore and, through
international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, adapted, publicly
displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as permitted herein)
without the prior written permission of Rajah & Tann Singapore LLP.

Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for your

specific situation. In this regard, you may call the lawyer you normally deal with in Rajah & Tann Singapore LLP or email Knowledge & Risk
Management at eOASIS@rajahtann.com.
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