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Upcoming Changes to the Intellectual 

Property Dispute Resolution System in 

Singapore  

Introduction 
  

The new Intellectual Property (Dispute Resolution) Bill (the “Bill”) was read for the first time in Parliament 

on 8 July 2019. Progress of the Bill would be of keen interest to all Intellectual Property (“IP”) right 

holders as several enhancements to the IP dispute resolution system in Singapore have been put 

forward.  

 

Key Features of the Bill 
 

1. Arbitration as an alternative to litigation for IP disputes 

 

Whilst there is nothing in Singapore law that prevents the use of arbitration in IP disputes, it was 

previously unclear as to whether IP disputes, especially claims of IP infringement, could be resolved via 

arbitration. This was because it is common for defendants in IP infringement disputes to challenge the 

validity of the IP right, especially where trade marks and patents are involved. Where the IP right is one 

that has been registered with an IP Office, an arbitral tribunal’s award on the validity of that IP right 

would not be binding on that IP Office or the IP Register(s) that the IP Office maintains. As a result, a 

common view that has emerged (in Singapore and elsewhere) is that IP disputes are not arbitrable.  

 

The Bill clarifies that IP disputes are arbitrable, regardless of whether the IP in question is the main or 

incidental issue in the arbitration. Arbitrable IP disputes include those over enforceability, infringement, 

subsistence, validity, ownership, scope, duration or any other aspect of an IP right. The IP right in 

question also need not be those registered or arising in Singapore, and can include foreign IP rights. 

For instance, a dispute over infringement and validity of an IP right in any country can be arbitrated in 

Singapore, so long as parties have agreed to resolve such a dispute via arbitration in Singapore.  

 

At the same time, the Bill provides that an arbitral award only binds the parties to the arbitration and not 

on the world at large. In practice, what this means is that even if the arbitral tribunal decides that a 

particular IP right is invalid, this finding will not be binding on any party other than the parties to the 

arbitration. Vis-à-vis the rest of the world, the IP in question remains valid and enforceable.   
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2. IP disputes to be heard only by the High Court 

 

Currently, IP disputes in Singapore are adjudicated by multiple bodies, including the High Court, State 

Courts, Copyright Tribunal and the Intellectual Property Office of Singapore (“IPOS”), which may be 

confusing for IP right holders.  

 

The Bill provides that the High Court shall have exclusive jurisdiction over all civil IP disputes except:  

 

(a) where the sole claim involves a revocation or invalidation of a registered IP – this can be heard 

by either the High Court or IPOS; and  

(b) trade secrets, breach of confidence claim involving damages below and up to S$250,000 – this 

will be heard by the State Courts. Claims exceeding S$250,000 will continue to be heard by the 

High Court.  

 

In particular, the Bill seeks to amend section 80 of the Patents Act by inserting the word “Court or” before 

“the Registrar”, thus putting it beyond doubt that the High Court has jurisdiction to revoke patents, 

regardless of whether the revocation is sought by way of a counterclaim or as a standalone action.  This 

issue was the subject of a recent decision of the Singapore Court of Appeal, Sunseap Group Pte Ltd 

and ors v Sun Electric Pte Ltd [2019] SGCA 4, in which we had represented the successful Appellants 

(see our Client Update of January 2019).   

 

In order to curb potential higher costs involved in High Court proceedings, the Ministry of Law has 

indicated that it will introduce a specialised track for the litigation of IP disputes that will feature simplified 

processes. Some notable features of such simplified processes include a cap on the value of the claim 

and a cap on hearing days for trial. Corporations seeking to enforce their IP rights will benefit from the 

High Court’s specialist IP experience and such a specialised litigation track.  

 

3. Contesting patents prior to grant: third party observations  

 

Currently, third parties who wish to raise objections against patents undergoing examination are only 

able to write to the examiner on an ad hoc basis. There is also nothing that requires the examiner to 

take such ad hoc letters into consideration during the examination process.  

 

The Bill seeks to introduce a structured third party observation process for published patent applications. 

This means that third parties will be able to submit observations formally from the time a patent 

application has been published up until the issuance of the examination report. Once submitted, the 

Registrar must consider the observations submitted by third parties on the patentability of the invention 

contained in the application.  

 

4. Contesting patents after grant: patent re-examination 

 

Currently, once a patent is granted, a third party is able to apply to IPOS or the High Court (in certain 

circumstances) to revoke the patent if it thinks that there are grounds to do so. However, this process is 

https://eoasis.rajahtann.com/eoasis/lu/pdf/2019-01_No-Jurisdiction-To-Revoke-Patents.pdf
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usually time consuming and costly, and the third party will often have to engage experts to provide 

expert evidence and attend court hearings.  

 

The Bill allows third parties to request that IPOS re-examine a granted patent if it thinks that: 

 

(a) the invention is not a patentable invention; 

(b) the specifications do not disclose the invention clearly and completely for it to be performed by 

a person skilled in the art; 

(c) the matter disclosed in the specification extends beyond the application; 

(d) an amendment or correction to the patent should not have been allowed; and 

(e) the proprietor has filed for the same invention twice or more times.  

  

Instead of having to engage the lengthy process of revocation, a third party may seek re-examination 

by submitting a request accompanied by reasons and documents to substantiate such a request.  Once 

this is submitted, the third party is no longer involved in the re-examination process. If the IPOS Registrar 

finds that a ground alleged is made out (and subsequently not resolved by the proprietor of the patent), 

the IPOS Registrar can order the patent to be revoked.   

 

What to Expect 
 

The Bill will streamline and simplify the IP dispute resolution system in Singapore, and is consistent with 

a global move towards judicial mechanisms to resolve IP disputes in a balanced, efficient and effective 

manner. Corporations seeking to enforce their IP rights can consider the new routes and processes that 

the Bill offers, that may suit their needs better.  

 

For further questions, please feel free to contact our team below. 
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Contacts 

 

     

 
 

Lau Kok Keng 
Head, Intellectual Property, 
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D +65 6232 0765 
F  +65 6428 2118 
 
kok.keng.lau@rajahtann.com 

 

 
 

Nicholas Lauw 
Partner 
 
D +65 6232 0772 
F  +65 6428 2138 
 
nicholas.lauw@rajahtann.com 
 

   

 
Leow Jiamin 
Senior Associate 
 
D +65 6232 0748 
F  +65 6428 2139 
 
jiamin.leow@rajahtann.com 
 
 
 

 
 

  

 

 

Please feel free to also contact Knowledge and Risk Management at eOASIS@rajahtann.com 
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Our Regional Contacts 

  

Rajah & Tann Singapore LLP 

T  +65 6535 3600   

F  +65 6225 9630 

sg.rajahtannasia.com 

 

Christopher & Lee Ong 

T  +60 3 2273 1919    

F  +60 3 2273 8310 

www.christopherleeong.com  

  

 

R&T Sok & Heng Law Office 

T  +855 23 963 112 / 113    

F  +855 23 963 116 

kh.rajahtannasia.com 

 

Rajah & Tann NK Legal Myanmar Company Limited 

T  +95 9 7304 0763 / +95 1 9345 343 / +95 1 9345 346 

F  +95 1 9345 348 

mm.rajahtannasia.com 

  

 

Rajah & Tann Singapore LLP 

Shanghai Representative Office 

T  +86 21 6120 8818    

F  +86 21 6120 8820 

cn.rajahtannasia.com 

Gatmaytan Yap Patacsil Gutierrez & Protacio (C&G Law)  

T  +632 894 0377 to 79 / +632 894 4931 to 32 / +632 552 1977 

F  +632 552 1978 

www.cagatlaw.com 

  

 
Assegaf Hamzah & Partners 

 

Jakarta Office 

T  +62 21 2555 7800    

F  +62 21 2555 7899 

 

Surabaya Office 

T  +62 31 5116 4550    

F  +62 31 5116 4560 

www.ahp.co.id 

 

R&T Asia (Thailand) Limited 

T  +66 2 656 1991    

F  +66 2 656 0833 

th.rajahtannasia.com 

 

Rajah & Tann LCT Lawyers 

 

Ho Chi Minh City Office 

T  +84 28 3821 2382 / +84 28 3821 2673    

F  +84 28 3520 8206 

 

Hanoi Office 

T  +84 24 3267 6127    

F  +84 24 3267 6128 

www.rajahtannlct.com 

 

 

Rajah & Tann (Laos) Co., Ltd. 

T  +856 21 454 239    

F  +856 21 285 261 

la.rajahtannasia.com 

Member firms are constituted and regulated in accordance with local legal requirements and where regulations require, are 

independently owned and managed. Services are provided independently by each Member firm pursuant to the applicable terms 

of engagement between the Member firm and the client. 
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Our Regional Presence 
 

 
 
 
 

Rajah & Tann Singapore LLP is one of the largest full-service law firms in Singapore, providing high quality advice to an impressive list of clients.  
We place strong emphasis on promptness, accessibility and reliability in dealing with clients. At the same time, the firm strives towards a practical 
yet creative approach in dealing with business and commercial problems. As the Singapore member firm of the Lex Mundi Network, we are able to 
offer access to excellent legal expertise in more than 100 countries.  
 
Rajah & Tann Singapore LLP is part of Rajah & Tann Asia, a network of local law firms in Singapore, Cambodia, China, Indonesia, Lao PDR, 
Malaysia, Myanmar, the Philippines, Thailand and Vietnam. Our Asian network also includes regional desks focused on Japan and South Asia.    
 
The contents of this Update are owned by Rajah & Tann Singapore LLP and subject to copyright protection under the laws of Singapore and, through 
international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, adapted, publicly 
displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as permitted herein) 
without the prior written permission of Rajah & Tann Singapore LLP. 
 
Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended 
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course 
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for your 
specific situation. In this regard, you may call the lawyer you normally deal with in Rajah & Tann Singapore LLP or e-mail Knowledge & Risk 
Management at eOASIS@rajahtann.com. 
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