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Court of Appeal Reverses High Court 

Ruling That Courts Have No Jurisdiction 

To Revoke Patents  

Introduction 
 

In 2017, the Honourable Justice George Wei (“Wei J”) ruled in a landmark decision that the High Court 

in Singapore had no original jurisdiction to hear patent revocation proceedings, even if such proceedings 

were brought by way of a counterclaim in infringement proceedings (Sun Electric Pte Ltd v Sunseap 

Group Pte Ltd and ors [2017] SGHC 232). This decision represented a major departure from existing 

case law and legal practice, as the High Court and Court of Appeal had heard revocation proceedings 

for more than 20 years, and had in some cases, ordered patents to be revoked. As such, Wei J’s decision 

not only had an impact on ongoing patent litigation matters in the High Court, it also had implications on 

previous decisions of the High Court and Court of Appeal involving patent revocation, since a lack of 

jurisdiction would mean that those proceedings were a nullity.  

 

The Defendants appealed against Wei J’s decision, which was heard by a full bench in the Court of 

Appeal. The Court of Appeal reversed Wei J’s decision and found in favour of the Defendants (Sunseap 

Group Pte Ltd and ors v Sun Electric Pte Ltd [2019] SGCA 4). In doing so, the Court of Appeal also laid 

down some important principles in relation to how a patent revocation counterclaim should be pleaded, 

and drew a distinction between applications to revoke a patent by way of a counterclaim to infringement 

proceedings, and by way of standalone pre-emptive suits.  

 

Rajah & Tann Singapore LLP’s Lau Kok Keng, Nicholas Lauw and Leow Jiamin acted for the successful 

Defendants/Appellants in the appeal. 

 

Background to Appeal 
 

The genesis to the appeal was an application brought by the Plaintiff to strike out part of the Defence 

insofar as it sought to challenge the validity of claims of the Plaintiff’s patent which the Plaintiff was not 

relying on in its patent infringement suit against the Defendants (i.e. unasserted claims). Before the 

Assistant Registrar, the Defendants successfully resisted the striking out on the basis that they had 

sought revocation of the patent by way of a counterclaim, and as such, were entitled to put the validity 

of all claims of the Patent in issue pursuant to s 82(1)(d) of the Patents Act. In response, the Plaintiff 

contended that the Defendants could not bring a revocation counterclaim before the High Court because 

the High Court did not have original jurisdiction to hear patent revocation proceedings. This argument 

was rejected by the Assistant Registrar. The Plaintiff then appealed to the High Court on this point. Wei 
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J overturned the Assistant Registrar’s decision as he took the view that patent revocation requires the 

High Court to exercise in rem jurisdiction, which rendered section 16 of Supreme Court of Judicature 

Act inapplicable. Wei J also found that the Patents Act did not confer on the High Court any jurisdiction 

to revoke patents, and proceeded to strike out the Appellants’ prayer for revocation. The Defendants 

then appealed to the Court of Appeal. 

 

Decision of Court of Appeal 
 

High Court has jurisdiction to hear revocation proceedings once infringement 

proceedings have been commenced 

 

The Court of Appeal held that where infringement proceedings have been commenced by the patent 

owner in the High Court, the High Court would have the original jurisdiction to determine validity of the 

patent by virtue of s 67(1) read with s 82(1)(a) of the Patents Act. Once the High Court makes a finding 

that the patent is invalid, it then has the power to order that the patent be revoked. This power stems 

from s 91(1) read with s 80 of the Patents Act.  

 

Invalidation scenarios and revocation possibilities examined 

 

Having found that the High Court does have jurisdiction to hear revocation proceedings once 

infringement proceedings have been commenced, the Court of Appeal then considered a number of 

scenarios in which either all or only some of the claims of a patent were the subject of an infringement 

action. For example, where the plaintiff is alleging that all of the claims of the patent have been infringed, 

the defendant is entitled to put into issue the validity of all of the claims. Once there is a finding on 

invalidity, the High Court should exercise the power to revoke the invalid patent. However, where the 

plaintiff is only alleging that some of the claims of the patent have been infringed (i.e. the asserted 

claims), the defendant can only put into issue the validity of the asserted claims, but not of the 

unasserted claims. If the asserted claims constitute all of the independent claims of the patent, then 

once the Court finds that all of these claims are invalid, it follows that the dependent claims must also 

be invalid, even if the defendant does not put into issue the validity of the dependent claims. In such a 

case, the High Court should likewise exercise the power to revoke the invalid patent. Where some 

independent claims are found to be valid, it will not be proper for the Court to revoke the patent. Instead, 

the defendant will be entitled to a declaration of invalidity in relation to those independent claims which 

have been found to be invalid. In order to revoke the patent, the defendant must then apply to the 

Registrar at the Intellectual Property Office of Singapore (“IPOS”) to have the remaining independent 

claims revoked. 

 

The Court of Appeal’s ruling that once a defendant succeeds in establishing that all independent claims 

in a patent are invalid, “the dependent claims must necessarily fall away and the patent as a whole must 

be regarded as invalid”, appears to be a rejection of Wei J’s finding in Lee Tat Cheng v Maka GPS 

Technologies Pte Ltd [2017] 3 SLR 1334 that “it does not follow that the novelty of subsequent claims 

must ipso facto stand or fall on the fate of the independent claim”. 
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Another possible scenario which was not dealt with by the Court of Appeal is that under section 80(5)(b)  

of the Patents Act, a defendant who has successfully challenged the validity of some of the claims of 

the patent (but not all) may seek “an order that the patent be revoked unless within a specified time the 

specification is amended under section 83 to the satisfaction of the Registrar”. This is because a patent 

cannot be only partially revoked. If an order under section 80(5)(b) is obtained, and if the patent owner 

fails to amend the specification to the satisfaction of the Registrar, the patent will then be revoked in its 

entirety.  

 

High Court does not have jurisdiction to hear an application for revocation brought 

independently of infringement proceedings 

 

Whilst this was not the situation in the case before the Court of Appeal, the Court of Appeal went further 

to examine whether the High Court has jurisdiction to hear an application for revocation where no 

infringement proceedings had been commenced by the patent proprietor. The Court of Appeal 

concluded that such “standalone revocation proceedings” should instead be commenced before the 

Registrar at IPOS, as the High Court lacks original jurisdiction to hear standalone revocation 

proceedings. However, the Court of Appeal did not consider a situation where what was initially a 

standalone revocation proceeding instituted in the High Court (albeit wrongly, given the Court’s lack of 

jurisdiction) against a patent proprietor, subsequently included a claim for infringement that is brought 

by the defendant patent proprietor by way of a counterclaim. Given that it is unsatisfactory and inefficient 

from a costs standpoint for parties to litigate in two separate fora, and that IPOS does not have the 

jurisdiction to hear patent infringement cases, a practical approach would be for the standalone 

revocation action commenced at IPOS to be withdrawn and made the subject of a counterclaim to the 

infringement suit commenced by the patent proprietor in the High Court.  

 

Since the Patents Act was enacted in 1995, there has been at least one reported decision in which a 

plaintiff had successfully brought “standalone revocation proceedings” in the High Court. This is the 

case of Dien Ghin Electronics (S) Pte Ltd v Khek Tai Ting (trading as Soon Heng Digitax) [2011] SGHC 

36 (“Dien Ghin”). The plaintiff in that matter had sued the defendant for revocation of its registered 

patent and a declaration that the plaintiff had not infringed the defendant’s patent. The patent was 

revoked by the High Court. Another case where a patent was revoked by the High Court (albeit by 

consent of the parties) is Azen Manufacturing v Leseman Davis LLC (S1139/2013, unreported).   

 

Given the present Court of Appeal’s decision, it is clear that the decision in Dien Ghin is a nullity, and 

that the patent should be treated as if it had never been revoked. But for its wrongful revocation, the 

patent in Dien Ghin (Patent Number 2000056812, Publication Number 89354) would possibly have 

remained valid until 4 October 2020 (assuming all renewals are done). The owner of the wrongly revoked 

patent can now consider seeking a reinstatement of the patent. Use of the patent since it was revoked 

in 2011 would now likely be considered as infringement, given that the patent is to be treated as never 

having been revoked.  
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There is no need for the Court to exercise in rem jurisdiction in order to make an order 

with in rem effect 

 

A significant feature of Wei J’s reasoning in the decision below was that in rem jurisdiction is necessary 

for the High Court to revoke a patent. Wei J explained that this was because the revocation order has 

an in rem effect in that it binds the world at large in respect of the status of a patent’s validity.  

 

The Court of Appeal disagreed and endorsed the long-standing position that an in rem judgment may 

arise equally in an in personam action, and that in rem jurisdiction is generally limited to the High Court’s  

admiralty jurisdiction. 

 

Conclusion 
 

The Court of Appeal’s judgment clears up any doubts which patent litigants may have since Wei J’s 

judgment was issued in relation to the proper forum in which patent revocations may be sought. The 

guidelines set out by the Court of Appeal on how patent revocation and the reliefs sought ought to be 

pleaded will be very useful for future cases where parties who have been sued for patent infringement 

decide to challenge the validity of the patent in their defence, and to counterclaim for revocation of the 

patent.  
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Member firms are constituted and regulated in accordance with local legal requirements and where regulations require, are 
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Rajah & Tann Singapore LLP is one of the largest full-service law firms in Singapore, providing high quality advice to an impressive list of clients.  
We place strong emphasis on promptness, accessibility and reliability in dealing with clients. At the same time, the firm strives towards a practical 
yet creative approach in dealing with business and commercial problems. As the Singapore member firm of the Lex Mundi Network, we are able to 
offer access to excellent legal expertise in more than 100 countries.  
 
Rajah & Tann Singapore LLP is part of Rajah & Tann Asia, a network of local law firms in Singapore, Cambodia, China, Indonesia, Lao PDR, 
Malaysia, Myanmar, the Philippines, Thailand and Vietnam. Our Asian network also includes regional desks focused on Japan and South Asia.    
 
The contents of this Update are owned by Rajah & Tann Singapore LLP and subject to copyright protection under the laws of Singapore and, through 
international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, adapted, publicly 
displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as permitted herein) 
without the prior written permission of Rajah & Tann Singapore LLP. 
 
Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended 
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course 
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for your 
specific situation. In this regard, you may call the lawyer you normally deal with in Rajah & Tann Singapore LLP or e-mail Knowledge & Risk 
Management at eOASIS@rajahtann.com. 


