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High Court Rules That It Has No Original 
Jurisdiction To Revoke Patents 
 

Introduction 
 

In patent infringement suits, it is a common defence to assert that the claims of the patent in question are invalid. 

This often leads to the defendant counterclaiming for an order that the patent be revoked. The practice of a 

defendant counterclaiming for the revocation of a patent in infringement proceedings has been widespread and 

accepted by our Courts ever since V-Pile Technology (Luxembourg) SA v Peck Brothers Construction Pte Ltd [1997] 

3 SLR(R) 987 was decided some 20 years ago. Since then, the High Court and the Court of Appeal have heard 

and decided 13 other cases in which counterclaims for revocation were bought, some of which were successful, 

resulting in the patents in question being revoked by the Courts. However, in a recent decision in Sun Electric Pte 

Ltd v Sunseap Group Pte Ltd and others [2017] SGHC 232, George Wei J ruled that the High Court has no original 

jurisdiction to hear patent revocation proceedings, even when brought by way of a counterclaim in infringement 

proceedings.  

 

Brief Facts 
 

The plaintiff, Sun Electric Pte Ltd, is a Singapore-incorporated company which holds a patent in respect of a power 

grid system and a method of determining power consumption at building connections in the system. The first 

defendant, Sunseap Group Ltd, is the parent and holding company of the second and third defendants, who are in 

the business of retailing electricity and developing and managing rooftop solar photovoltaic systems respectively. 

The plaintiff commenced an action against the defendants, alleging that the defendants had infringed 8 of the 12 

claims of its patent. The defendants denied infringement, and counterclaimed for a declaration that all 12 claims of 

the patent were invalid, for an order revoking the patent, and for remedies against the plaintiff’s  groundless threats, 

among other reliefs. The plaintiff applied to strike out the defendant’s counterclaim challenging the validity of 4 

unasserted claims, and seeking revocation of the patent. 

 

At first instance, the Assistant Registrar of the High Court held that as a defence to patent infringement, the 

defendant was confined to challenging the validity of only the 8 asserted claims. However, the Assistant Registrar 

found that it was entirely proper for the defendants to counterclaim for revocation of the entire patent, including the 

4 unasserted claims. 

 

The plaintiff filed an appeal to a High Court Judge in chambers. 

 

The Appeal 
 

The plaintiff’s case 

 

The main thrust of the plaintiff’s argument was that jurisdiction to hear revocation proceedings was governed solely 

by section 80(1) of the Patents Act (“PA”), and that under section 80(1) of the PA, only the Registrar (i.e. IPOS), 

and not the High Court, may order a patent to be revoked.  
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The plaintiff submitted that unlike section 72(1) of the UK Patents Act 1977, which provided that “the court or the 

comptroller1” may revoke a patent, section 80(1) only referred to the Registrar. The plaintiff contended that section 

80(1) deliberately omitted the words “the court or”, with the intention that revocation proceedings could only be 

heard by the Registrar. The plaintiff further referred to other provisions in the UK Patents Act which were omitted 

from the PA to emphasise the intention for revocation to only be heard by the Registrar. For example, the plaintiff 

submitted that section 72(7) of the UK Patents Act, which bars a party from applying to the court for revocation 

where the comptroller has not disposed of a revocation action, was not imported into the PA as it would be otiose 

in the local context since revocation proceedings could only be heard by the Registrar. 

 

Section 91(1) of the PA provides that the Court may “for the purpose of determining any question in the exercise of 

its original or appellate jurisdiction under this Act, make any order or exercise any other power which the Registrar 

could have made”. The plaintiff submitted that this section in itself did not confer jurisdiction on the High Court to 

hear patent revocation cases, and it cannot exercise a power where it has no jurisdiction to begin with. 

 

The defendants’ arguments 

 

The defendants contended that section 80(1) of the PA had to be read with sections 82(7) and 91 of the PA, which 

resulted in the sensible interpretation that section 80(1) also contemplated revocation proceedings to be brought in 

the High Court. The defendants pointed out that since section 91 had already bestowed upon the High Court the 

same powers that could be exercised by the Registrar under the Act, including the power of revocation under section 

80(1), it was unnecessary to include the words “the court or” in the latter section.  

 

The defendants also argued that the plaintiff’s interpretation of section 80(1) was flawed from a policy angle. Section 

82(7) requires defendants in specified patent proceedings, including infringement, to seek leave of the court before 

any application can be made to the Registrar to revoke the patent. The defendants pointed out that if the High Court 

had no jurisdiction to hear revocation proceedings, but at the same time refused a defendant applicant leave to 

commence revocation proceedings at IPOS, then the applicant would be left without a remedy. The defendants 

further submitted that if separate proceedings had to be instituted at IPOS for revocation, the additional proceedings 

before IPOS would generate substantial additional costs unnecessarily, as well as risk having inconsistent decisions 

should the Registrar take a different view in the revocation proceedings from what the High Court decides in relation 

to the invalidity defence. Should the Registrar’s decision be appealed against, it would then end up in the High 

Court, which would already have decided on the issue previously. The defendants submitted that this could not 

have been Parliament’s intention, especially since the broader objective behind introducing section 80(1) to allow 

IPOS to hear patent revocation applications was to reduce litigation costs, according to then-Minister for Law 

Professor Jayakumar’s speech in Parliament during the second reading of the Patents Bill in March 1994. 

 

The defendants also pointed out that Order 87A rule 10 of the Rules of Court expressly contemplates applications 

for the revocation of patents to be made to the Court, given its reference to the rectification of the register of patents. 

This must necessarily be on the basis that the High court has original jurisdiction to hear counterclaims for 

revocations of patents brought in infringement proceedings.  

 

Finally, the defendants sought to rely on the weight of authority, and cited 14 cases in which patent revocation 

proceedings were brought in the High Court, some of which had been appealed to the Court of Appeal. They also 

referred to commentary in two leading local intellectual property (“IP”) law textbooks by a highly regarded IP 
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professor and a senior IP practitioner, which stated that revocation could be commenced in the High Court as part 

of a counterclaim, based on section 91(1) of the PA. 

 

The High Court’s decision 

 

The crux of Wei J’s decision centred around trying to establish the statutory basis of the High Court’s original 

jurisdiction to hear revocation proceedings. The learned judge noted the Court of Appeal’s judgment in Re Nalpon 

Zero Geraldo Mario [2013] 3 SLR 258, where Rajah JA held that the jurisdiction of the court must be conferred by 

the statute constituting it, and that it was only after jurisdiction was established that the court’s powers can be 

exercised.  

 

Wei J first concluded that none of the sections of the Patents Act raised by the defendant conferred jurisdiction on 

the High Court to revoke a patent. He also saw little by way of policy to prevent him from coming to this conclusion. 

While section 82(7) of the PA might prevent an applicant from bringing revocation proceedings to the Registrar 

while the patent claim was being tried in the High Court, Wei J was of the view that there was nothing to stop the 

applicant from waiting for the infringement proceedings in the High Court to conclude before doing so. Wei J noted 

that allowing revocation to take place via counterclaim in the High Court would circumvent the procedural 

requirements set out in section 80(9) of the Patents Rules, as well as the power for the Registrar to request the 

patent to be sent for patent re-examination as provided for in section 80(2). 

 

Wei J then examined section 16(1) of the Supreme Court of Judicature Act (“SCJA”), which conferred the High 

Court with general civil jurisdiction to hear actions in personam. Wei J thus proceeded to examine the nature of 

rights granted by a patent, as well as remedies for infringement and revocation, and concluded that a granted patent 

is a right in rem, binding the public at large, and that revocation orders are in rem in effect since they determine the 

status of a patent as against the whole world. As such, the High Court does not have jurisdiction under section 

16(1) of the SCJA to hear patent revocation cases. 

 

Therefore, “with some difficulty”, the learned judge came to the conclusion that the High Court did not have original 

jurisdiction to determine revocation proceedings. He acknowledged that the decision was of public interest, and that 

there was cause for the relevant law reform body and Parliament to review the court’s jurisdiction and the patent 

procedures in this regard. 

 

Concluding Words 
 

Wei J’s decision in Sun Electric appears to be a departure from the decision of Tay Yong Kwang J in Energenics 

Pte Ltd v Musse Incorporated (Suit No. 383 of 2012, RA no. 257 of 2013), where, in the context of the determination 

of the question of inventorship under section 20(1) of the PA (which like section 80(1), only cites the Registrar and 

not the court), his Honour had held that the High Court has concurrent jurisdiction with IPOS to determine this 

question in light of section 91(1) of the PA. The implications of the decision in this case are far reaching, especially 

for defendants to patent infringement suits, as well as IPOS.  

 

Difficult questions have arisen out of the ruling that the High Court has no original jurisdiction to hear patent 

revocation proceedings, which goes against 20 years of established practice accepted by both the High Court and 

Court of Appeal in Singapore. What effect would this decision have on patents which had been revoked by way of 

counterclaim in previous cases? Given that the Courts never had the jurisdiction to hear revocation claims in the 

first place, would this judgment now result in parties whose patents were ordered to be revoked by the Courts in 

the past, apply now to set aside those orders and to have their patents reinstated?  Will all actions in which remedies 
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are sought which affect parties other than the immediate litigants be henceforth considered as in rem actions for 

purposes of section 16(1) of the SCJA?    

 

Hopefully, these questions can be answered soon. For now, clients should note that revocation proceedings cannot 

be heard in the High Court at first instance, whether by way of counterclaim or a standalone action. There is also 

no guarantee that once a patent infringement action has commenced, they will be able to commence parallel 

proceedings for revocation at IPOS, by virtue of section 82(7) of the PA. Hence, those who wish to revoke patents 

either when threatened with an infringement action or when faced with the prospect of being accused of infringing 

a patent will now either have to take pre-emptive action by commencing revocation proceedings at IPOS first, or 

wait until after the issue of the validity of the patent is decided by the High Court (or by the Court of Appeal on 

appeal) before instituting revocation proceedings at IPOS. 
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Rajah & Tann Singapore LLP is one of the largest full service law firms in Singapore, providing high quality advice to an impressive list of clients.  
We place strong emphasis on promptness, accessibility and reliability in dealing with clients. At the same time, the firm strives towards a practical 
yet creative approach in dealing with business and commercial problems. As the Singapore member firm of the Lex Mundi Network, we are able to 
offer access to excellent legal expertise in more than 100 countries.  
 
Rajah & Tann Singapore LLP is part of Rajah & Tann Asia, a network of local law firms in Singapore, Cambodia, China, Indonesia, Lao PDR, 
Malaysia, Myanmar, Philippines, Thailand and Vietnam. Our Asian network also includes regional desks focused on Japan and South Asia.    
 
The contents of this Update are owned by Rajah & Tann Singapore LLP and subject to copyright protection under the laws of Singapore and, through 
international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, adapted, publicly 
displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as permitted herein) 
without the prior written permission of Rajah & Tann Singapore LLP. 
 
Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended 
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course 
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for your 
specific situation. In this regard, you may call the lawyer you normally deal with in Rajah & Tann Singapore LLP or e-mail Knowledge & Risk 
Management at eOASIS@rajahtann.com. 


