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Singapore Court of Appeal Decides on 
Registrability of Kit Kat Finger Shape Marks 

Introduction 
 

The Singapore Court of Appeal in Societe Des Produits Nestlé SA and anor v Petra Foods Limited and anor 

[2016] SGCA 64 recently affirmed a previous High Court decision in Singapore that Nestlé’s two-finger and four-

finger shape marks (the “Shape Marks”) are not registrable. This decision comes after the English Courts had 

similarly refused the registration of the same Shape Marks in the United Kingdom.   

 

The Applicant, Societe Des Produits Nestlé SA (“Nestlé”) is the manufacturers of “Kit Kat” chocolate. Nestle had 

registered its Shape Marks in Singapore in January 2000 on the grounds that the Shape Marks had “acquired 

distinctiveness through use since the 1970s”. The Respondents were Petra Foods Limited (“Petra”) and its 

Singapore subsidiary Delfi Singapore Pte Ltd (“Delfi”), who was the importer and distributor of the two-finger and 

four-finger “Take-It” chocolate product. Nestlé had commenced the suit against the Respondents for, inter alia, 

infringing the Shape Marks, and the High Court had previously in 2014 dismissed the action. The two-finger and 

four-finger Shape Marks in question are:  

 

 
 

Four issues arose in the appeal filed by Nestlé: 

 

(i) Whether the Shape Marks were devoid of inherent or acquired distinctiveness under s 7(1)(b) of the 

Trade Marks Act (“TMA”); 

(ii) Whether the Shape Marks were not registrable as they consist exclusively of the shape of the goods 

necessary to obtain a technical result under s 7(3)(b) of the TMA; 

(iii) Whether the Shape Marks should be revoked for non-use under s 22(1) of the TMA; and 

(iv) Whether the Shape Marks should be protected as well-known trade marks under s 55 of the TMA.  

 

The Singapore Court of Appeal held as follows:  

 

(i) The Shape Marks lacked inherent distinctiveness and had not acquired distinctiveness.  

(ii) The Shape Marks were not registrable under s 7(3)(b) of the TMA as each essential feature was 

necessary to obtain a technical result.  

(iii) Even if the Shape Marks were validly registered, they were never put to genuine use and the Shape 

Marks are liable to be revoked for non-use under s22(1) of the TMA. 

(iv) Since the Shape Marks were not registrable under s7 of the TMA, they could not be protected as 

well-known trade marks. 

https://www.linkedin.com/company/rajah-&-tann
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We summarise some of the more salient principles enunciated by the Singapore Court of Appeal that shape mark 

proprietors should be aware of. 

 

Mark itself must convey trade mark significance in order for it to be 

inherently distinctive 
 

The Court of Appeal laid down some general principles as to how inherent distinctiveness should be assessed. 

Inherent distinctiveness must be assessed by reference to the goods / services for which registration is sought 

and the appearance of the mark must in itself covey trade mark significance. The question to ask is whether the 

average consumer would appreciate the trade mark significance of the mark without being educated that it is 

being used as a trade mark. In this case, the Court of Appeal held that the Shape Marks were not inherently 

distinctive as there was no evidence that traders in the chocolate confectionery sector differentiated their products 

by varying the shapes of their products, and there was no evidence that the average customer appreciated that 

the Shape Marks conveyed trade mark significance.  

 

“Mere association” not sufficient to establish acquired 

distinctiveness through use 
 

In order for a mark to acquire distinctiveness through use, mere association of the sign in question with the trader 

is not sufficient. The question that has to be answered is whether the average consumer treats the sign in 

question as a guarantee of origin.  

 

A consumer does not see the actual shape of Kit Kat until he or she purchases the product and opens the 

wrapping, although a representation of the shape of the product is printed on the wrapping. A question that the 

Court had to consider was the effect of the actual marks not actually being visible to a consumer on the 

acquisition by the mark of distinctiveness through use. The Court of Appeal opined that trade mark law does not 

shut out signs that are not visible at the point of sale, and 2D representations of a 3D shape mark on the product 

packaging and marketing materials may facilitate awareness of the shape mark if the essential features are 

present in such representation. 

 

The Court of Appeal also made a reference to “limping” marks (i.e., marks that have been always used alongside 

other marks). Without expressly finding that the Shape Mark was a “limping mark”, the Court of Appeal stated that 

where “limping” marks have never been used as a sole badge of origin, this tends to lead to the inference that the 

trader does not depend on the mark standing alone as a trade mark. In order to overcome this, the trader would 

have to show that the “limping” mark had acquired distinctiveness. This seems to be a difficult hurdle to 

overcome, and the Court of Appeal pointed to the example of the Australian case of Chocolaterie Guylian NV v 

Registrar of Trade Marks [2009] FCA 891, where customers who were shown the seahorse shape had related the 

shape to Guylian, but the Federal Court of Australia held that it was not sufficient evidence that the seahorse 

shape performed the function of distinguishing Guylian’s chocolate.  
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The design and use of survey evidence must go towards 

establishing reliance and not “mere association” 
 

In an attempt to prove its case, Nestlé had conducted market surveys for each of the Shape Marks. The Court of 

Appeal had some concerns with the surveys conducted, and offered some useful guidance for any litigant seeking 

to use survey evidence in the future. 

 

Firstly, the Court of Appeal agreed with the High Court, which had taken issue with the fact that the surveys had 

been confined to those who (amongst other things) “ate chocolate covered wafer in the past week and also at 

least on a weekly basis” even though the relevant consumer of the goods would be the general public. Further, 

leading questions were asked in the survey.  

 

Secondly, the Court of Appeal was of the view that merely showing a mock-up of the Shape Marks and asking 

participants of a survey what “came to mind” or “what this product makes [one] think of” failed to show that 

consumers regarded the Shape Marks as indicators of origin. Such questions at best only show that the 

consumers associate the Shape Marks with Kit Kat and/or Nestlé, which is insufficient to establish acquired 

distinctiveness.  

 

Technical evidence not allowed in identification of essential 

features 
 

Under s 7(3)(b) of the TMA, a trade mark shall not be registered if it consists exclusively of the shape of goods 

which is necessary to obtain a technical result (the “technical result” prohibition). Petra and Delfi argued that the 

“plinth” (i.e., the base of the Shape Marks) of the Shape Mark fell under this prohibition. 

 

There are two steps in ascertaining whether a shape mark is caught by the “technical result” prohibition under s 

7(3)(b) of the TMA – first, the essential features must be identified, and second, whether each and every essential 

feature performs a technical function must be determined.  

 

The key point made by the Court of Appeal on this issue was that essential features are identified by a simple 

visual analysis of the sign from the perspective of the average consumer, and not from technical evidence from 

experts.  

 

Technical results obtained in the process of manufacture of the 

goods (as opposed to the functionality of the goods) are caught by 

the “technical result” prohibition 
 

Nestlé argued that the “technical result” prohibition only prevented marks whose essential features perform 

technical functions attributed to the functionality of the goods from being registered. The Respondents on the 

other hand argued that because the essential features of the Shape Marks performed a technical function not in 

the functionality of the goods, but in the process of manufacturing the product, the Shape Marks were fell within 

the “technical result” prohibition. The Court of Appeal agreed with the Respondents, and stated that since patent 

law already protected products and manufacturing process, such processes should not be protected by trade 

mark law.   
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It is notable that in response to this Court of Appeal decision, the Intellectual Property Office of Singapore recently 

issued a circular (Circular No. 2/2017 dated 24 February 2017) stating that from 1 March 2017, applicants of 

shape marks may be requested to state what the essential features of the shape mark are and provide relevant 

information on whether the identified essential features would be necessary to obtain a technical result.  

 

Mere commercial exploitation (without use of a registered mark in a 

trade mark sense) did not amount to genuine use 
 

The Court of Appeal found that the Shape Marks were never put into genuine use in the course of trade because 

they were concealed in opaque packaging. In particular, the Court took issue with the fact that the Shape Marks 

were never used on their own at the point of sale, in advertising and promotional materials. While Nestle argued 

that the Shape Mark was used in advertising and promotional materials, the Court rejected this on the basis that 

the word “Kit Kat” featured prominently on the product when the product was unwrapped in such situations.  

 

A trade mark that is not registrable cannot be protected as a well-

known trade mark 
 

It is common for proprietors of marks to rely on well-known trade mark protection as an alternative to registered 

trade mark protection. The Court of Appeal clarified that a sign that is inherently unregistrable under the trade 

mark regime (i.e., a sign that does not constitute a trade mark) cannot be protected as a well-known mark. In this 

case, since the Shape Marks were not registrable as every essential feature was necessary to obtain a technical 

result, the Shape Marks could not be protected as well-known marks.  

 

This case illustrates various important do and don’ts for shape mark proprietors, whether in using and registering 

for their shape marks, and in seeking to enforce their rights in their shape marks.  

 

An edited version of this Update was first published on the IPKat law blog.  
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ASEAN Economic Community Portal 

The launch of the ASEAN Economic Community (“AEC”) in December 2015, businesses looking to tap the opportunities 
presented by the integrated markets of the AEC can now get help a click away. Rajah & Tann Asia, United Overseas Bank and 
RSM Chio Lim Stone Forest, have teamed up to launch “Business in ASEAN”, a portal that provides companies with a single 
platform that helps businesses navigate the complexities of setting up operations in ASEAN. 
 
By tapping into the professional knowledge and resources of the three organisations through this portal, small- and medium-
sized enterprises across the 10-member economic grouping can equip themselves with the tools and know-how to navigate 
ASEAN’s business landscape. Of particular interest to businesses is the "Ask a Question" feature of the portal which enables 
companies to pose questions to the three organisations which have an extensive network in the region. The portal can be 
accessed at http://www.businessinasean.com. 

mailto:kok.keng.lau@rajahtann.com
mailto:nicholas.lauw@rajahtann.com
mailto:jiamin.leow@rajahtann.com
mailto:eOASIS@rajahtann.com
http://www.businessinasean.com/
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Our Regional Contacts 

  

Rajah & Tann Singapore LLP 

T  +65 6535 3600   

F  +65 6225 9630 

sg.rajahtannasia.com 

 

Christopher & Lee Ong 

T  +60 3 2273 1919    

F  +60 3 2273 8310 

www.christopherleeong.com  

  

 

R&T Sok & Heng Law Office 

T  +855 23 963 112 / 113    

F  +855 23 963 116 

kh.rajahtannasia.com 

 

Rajah & Tann NK Legal Myanmar Company Limited 

T  +95 9 73040763 / +95 1 657902 / +95 1 657903 

F  +95 1 9665537 

mm.rajahtannasia.com 

  

 

Rajah & Tann Singapore LLP 

Shanghai Representative Office 

T  +86 21 6120 8818    

F  +86 21 6120 8820 

cn.rajahtannasia.com 

Gatmaytan Yap Patacsil Gutierrez & Protacio (C&G Law)  

T  +632 894 0377 to 79 / +632 894 4931 to 32 / +632 552 1977 

F  +632 552 1978 

www.cagatlaw.com 

  

 
Assegaf Hamzah & Partners 

 

Jakarta Office 

T  +62 21 2555 7800    

F  +62 21 2555 7899 

 

Surabaya Office 

T  +62 31 5116 4550    

F  +62 31 5116 4560 

www.ahp.co.id 

 

R&T Asia (Thailand) Limited 

T  +66 2 656 1991    

F  +66 2 656 0833 

th.rajahtannasia.com 

 

Rajah & Tann LCT Lawyers 

 

Ho Chi Minh City Office 

T  +84 8 3821 2382 / +84 8 3821 2673    

F  +84 8 3520 8206 

 

Hanoi Office 

T  +84 4 3267 6127    

F  +84 4 3267 6128 

www.rajahtannlct.com 

 

 

Rajah & Tann (Laos) Sole Co., Ltd. 

T  +856 21 454 239    

F  +856 21 285 261 

la.rajahtannasia.com 

Member firms are constituted and regulated in accordance with local legal requirements and where regulations require, are 

independently owned and managed. Services are provided independently by each Member firm pursuant to the applicable terms of 

engagement between the Member firm and the client. 
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Our Regional Presence 

 
 

Rajah & Tann Singapore LLP is one of the largest full service law firms in Singapore, providing high quality advice to an impressive list of clients.  
We place strong emphasis on promptness, accessibility and reliability in dealing with clients. At the same time, the firm strives towards a practical 
yet creative approach in dealing with business and commercial problems. As the Singapore member firm of the Lex Mundi Network, we are able to 
offer access to excellent legal expertise in more than 100 countries.  
 
Rajah & Tann Singapore LLP is part of Rajah & Tann Asia, a network of local law firms in Singapore, Cambodia, China, Indonesia, Lao PDR, 
Malaysia, Myanmar, Philippines, Thailand and Vietnam. Our Asian network also includes regional desks focused on Japan and South Asia.    
 
The contents of this Update are owned by Rajah & Tann Singapore LLP and subject to copyright protection under the laws of Singapore and, 
through international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, 
adapted, publicly displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as 
permitted herein) without the prior written permission of Rajah & Tann Singapore LLP. 
 
Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended 
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course 
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for 
your specific situation. In this regard, you may call the lawyer you normally deal with in Rajah & Tann Singapore LLP or e-mail Knowledge & Risk 
Management at eOASIS@rajahtann.com. 


