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Revisiting the Issue of Parallel Imports in 
Singapore – Samsonite IP Holdings Sarl v An 
Sheng Trading Pte Ltd [2017] SGHC 18 

 

Parallel imports are a common concern for trade mark proprietors. Having spent time and money to protect their 

marks in Singapore, trade mark proprietors do not want to be undercut in terms of price by parallel importers. To 

the chagrin of trade mark proprietors, Singapore has consistently taken the position that it encourages parallel 

importation on the basis that it is good for consumers. It is therefore rare for a trade mark proprietor to succeed in 

preventing the parallel import of goods in Singapore, but that is exactly what happened in the recent decision of 

Samsonite IP Holdings Sarl v An Sheng Trading Pte Ltd [2017] SGHC 18. 

 

The main obstacle faced by trade mark proprietors when attempting to enforce their rights against parallel 

importers is the exhaustion of rights defence. This defence states that it is not infringement if the use of a 

registered trade mark is in relation to goods that have been “put on the market” by the proprietor of the trademark 

with his express or implied consent, conditional or otherwise (the “Exhaustion of Rights Defence”). The reason 

why the Exhaustion of Rights Defence permits parallel importation is that the Singapore courts have long 

established that the relevant “market” is the overseas market in which the goods were first traded, and not 

Singapore. Therefore, if goods had first been “put on the (overseas) market” with the consent of the trade mark 

proprietor, he can no longer object to their sale if they are thereafter brought into Singapore by parallel importers. 

  

In this case, An Sheng Trading was a parallel importer that had imported a shipment of backpacks bearing trade 

marks belonging to Samsonite IP Holdings Sarl (“Samsonite”) into Singapore. It is important to note that these 

backpacks were not produced by Samsonite for sale on their own. Instead, they were produced under a co-

branding agreement between Samsonite’s Chinese subsidiary company and a third party, Lenovo. Under the co-

branding agreement, backpacks manufactured had to bear at least one each of Samsonite’s trade marks and 

Lenovo’s trade marks, and Lenovo or its authorised dealers would give away for free the co-branded backpacks 

only in conjunction with the sale of certain models of laptops in China. It was expressly provided that these co-

branded backpacks could not be sold or disposed of independently from the sale of the said laptops. However, 

some of the authorised dealers had unbundled the co-branded bags and sold them separately to unauthorised 

dealers, who in turn sold the co-branded backpacks to parallel importers such as An Sheng Trading, who in turn 

tried to import them into Singapore.  

 

Samsonite sued, and thereafter sought summary judgment against An Sheng Trading for trade mark infringement 

- i.e., that An Sheng Trading had used signs which are identical to its trade marks in relation to goods that are 

identical for which its trade marks were registered for. One of the defences raised by An Sheng Trading was the 

Exhaustion of Rights Defence.  

 

The High Court found that there was prima facie an infringing use of Samsonite’s trade marks in relation to the 

backpacks. The High Court then considered the defences raised by An Sheng Trading, and formulated two 

substantive questions that had to be determined in order for the Exhaustion of Rights Defence to be made out: 

  

(i) Were the goods “put on the market”? This requires a determination of what “put[ting] on the market 

constitutes. 
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(ii) Were the goods put on the market by either (i) the proprietor of the trade mark; or (ii) with his express 

or implied consent (conditional or otherwise)? 

 

For the first question, the High Court held that the expression “put on the market” must involve the realisation of 

the commercial and economic value of the trade mark. It refers to the situation where an independent third 

party had acquired the right of disposal of the goods bearing the trade mark. Such an act includes, but is 

not limited to, the sale of the goods by the proprietor to the third party. On the other hand, preparatory acts such 

as offers for sale will not amount to the goods being “put on the market”.  

 

The High Court then held that the backpacks in question were never “put on the market”. It was held that the 

purpose of the goods being “put on the market” is to realise economic value, which in this case was to penetrate 

the Chinese consumer market, to raise awareness of the SAMSONITE brand, and to boost Samsonite’s 

reputation by being associated with Lenovo laptops. The commercial value of the SAMSONITE mark would only 

be realised if a purchaser of the Lenovo laptop received a backpack as a free gift together with the laptop. This of 

course did not happen, as the backpacks were sold unbundled. It could also not be argued that Samsonite got 

any monetary benefit from the backpacks. Samsonite’s Chinese subsidiary did not sell the co-branded backpacks 

to Lenovo for profit, nor did it receive any profits from any of the sales to the unauthorised dealers. The 

distribution of the backpacks to Lenovo by Samsonite and from Lenovo to its authorised dealers was insufficient 

as these authorised dealers could not be considered to be independent third parties. The authorised dealer’s 

subsequent sale of the backpacks to unauthorised dealers did not amount to the backpacks being “put on the 

market”, as the profits were never passed on to Samsonite or its Chinese subsidiary.  

 

Although it was not necessary for the High Court to make a finding on the second question, the High Court 

remarked in passing that there is express consent when permission has been explicitly, clearly and unmistakably 

given, whether verbally, in writing or by conduct. On the other hand, there is implied consent when such consent 

can be inferred from the proprietor’s actions, conduct and/or from the facts and circumstances. The High Court 

also commented that even if the proprietor’s consent to the first putting on the market was conditional and not 

unqualified, such consent would still be treated as valid under the Exhaustion of Rights Defence. The High Court 

opined that, on the present facts, Samsonite had never consented to the backpacks being unbundled and sold by 

some of the authorised dealers to parallel importers such as An Sheng Trading.  

 

As such, An Sheng Trading failed in relying on the Exhaustion of Rights Defence and Samsonite succeeded in 

obtaining summary judgment against An Sheng Trading for trade mark infringement.  

 

While this case represents a rare situation where a trade mark proprietor was able to enforce his rights against a 

parallel importer in Singapore, it was only able to do so because the parallel importer had obtained the goods in a 

rather specific manner. While this case does little to alter the longstanding position in Singapore that parallel 

imports are permitted in Singapore, it does show that it is possible to successfully prevent parallel imports in 

exceptional circumstances. Trade mark proprietors who are interested in determining if they fall within these 

circumstances should contact us.  

 

An edited version of this Update was first published on the IPKat law blog. 
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D +65 6232 0748 
F  +65 6428 2139 
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Please feel free to also contact Knowledge and Risk Management at eOASIS@rajahtann.com 

 
ASEAN Economic Community Portal 

The launch of the ASEAN Economic Community (“AEC”) in December 2015, businesses looking to tap the opportunities 
presented by the integrated markets of the AEC can now get help a click away. Rajah & Tann Asia, United Overseas Bank and 
RSM Chio Lim Stone Forest, have teamed up to launch “Business in ASEAN”, a portal that provides companies with a single 
platform that helps businesses navigate the complexities of setting up operations in ASEAN. 
 
By tapping into the professional knowledge and resources of the three organisations through this portal, small- and medium-
sized enterprises across the 10-member economic grouping can equip themselves with the tools and know-how to navigate 
ASEAN’s business landscape. Of particular interest to businesses is the "Ask a Question" feature of the portal which enables 
companies to pose questions to the three organisations which have an extensive network in the region. The portal can be 
accessed at http://www.businessinasean.com. 
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Our Regional Contacts 

  

Rajah & Tann Singapore LLP 

T  +65 6535 3600   

F  +65 6225 9630 

sg.rajahtannasia.com 

 

Christopher & Lee Ong 

T  +60 3 2273 1919    

F  +60 3 2273 8310 

www.christopherleeong.com  

  

 

R&T Sok & Heng Law Office 

T  +855 23 963 112 / 113    

F  +855 23 963 116 

kh.rajahtannasia.com 

 

Rajah & Tann NK Legal Myanmar Company Limited 

T  +95 9 73040763 / +95 1 657902 / +95 1 657903 

F  +95 1 9665537 

mm.rajahtannasia.com 

  

 

Rajah & Tann Singapore LLP 

Shanghai Representative Office 

T  +86 21 6120 8818    

F  +86 21 6120 8820 

cn.rajahtannasia.com 

Gatmaytan Yap Patacsil Gutierrez & Protacio (C&G Law)  

T  +632 894 0377 to 79 / +632 894 4931 to 32 / +632 552 1977 

F  +632 552 1978 

www.cagatlaw.com 

  

 
Assegaf Hamzah & Partners 

 

Jakarta Office 

T  +62 21 2555 7800    

F  +62 21 2555 7899 

 

Surabaya Office 

T  +62 31 5116 4550    

F  +62 31 5116 4560 

www.ahp.co.id 

 

R&T Asia (Thailand) Limited 

T  +66 2 656 1991    

F  +66 2 656 0833 

th.rajahtannasia.com 

 

Rajah & Tann LCT Lawyers 

 

Ho Chi Minh City Office 

T  +84 8 3821 2382 / +84 8 3821 2673    

F  +84 8 3520 8206 

 

Hanoi Office 

T  +84 4 3267 6127    

F  +84 4 3267 6128 

www.rajahtannlct.com 

 

 

Rajah & Tann (Laos) Sole Co., Ltd. 

T  +856 21 454 239    

F  +856 21 285 261 

la.rajahtannasia.com 

Member firms are constituted and regulated in accordance with local legal requirements and where regulations require, are 

independently owned and managed. Services are provided independently by each Member firm pursuant to the applicable terms of 

engagement between the Member firm and the client. 
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Our Regional Presence 

 
 

Rajah & Tann Singapore LLP is one of the largest full service law firms in Singapore, providing high quality advice to an impressive list of clients.  
We place strong emphasis on promptness, accessibility and reliability in dealing with clients. At the same time, the firm strives towards a practical 
yet creative approach in dealing with business and commercial problems. As the Singapore member firm of the Lex Mundi Network, we are able to 
offer access to excellent legal expertise in more than 100 countries.  
 
Rajah & Tann Singapore LLP is part of Rajah & Tann Asia, a network of local law firms in Singapore, Cambodia, China, Indonesia, Lao PDR, 
Malaysia, Myanmar, Philippines, Thailand and Vietnam. Our Asian network also includes regional desks focused on Japan and South Asia.    
 
The contents of this Update are owned by Rajah & Tann Singapore LLP and subject to copyright protection under the laws of Singapore and, 
through international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, 
adapted, publicly displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as 
permitted herein) without the prior written permission of Rajah & Tann Singapore LLP. 
 
Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended 
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course 
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for 
your specific situation. In this regard, you may call the lawyer you normally deal with in Rajah & Tann Singapore LLP or e-mail Knowledge & Risk 
Management at eOASIS@rajahtann.com. 


